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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 49-61, which
constitute all the clains remaining in the application.

The di sclosed invention pertains to a nmethod and
apparatus for reconstructing a bar coded synbol based on a
plurality of separate scanned fragnents of the full synbol

Representative claim49 is reproduced as foll ows:

49. An inproved scanner of a type having scanni ng neans
for repetitively scanning a code and for providing a scan
signal repetitively corresponding to at |east a fragnent of
sai d code; clock neans for generating counts; storage neans
for repetitively storing said scan signal; and a processor for
conbi ni ng successive scan signals into an extended scan signal
cluster; the inprovenment characterized by:

said scan signal conprising a series of stored counts,
each of which corresponds to a transition between code
el ements; and

sai d processor further conprising:

means for conparing stored counts from successive scan
si gnal s;

means for detecting matching portions of conpared counts;

means for conbi ni ng successi ve counts havi ng mat chi ng
portions into the extended scan signal cluster; and

means for decoding said cluster.

The exam ner relies on the follow ng reference:
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Yasuda et al. (Yasuda) 4,409, 469 Cct. 11, 1983

Clainms 49-61 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Yasuda taken
al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 49-61. Accordingly, we reverse.
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Appel l ants have nomnally indicated that the clainms on
appeal should stand or fall in tw separate groups [brief,
page 3]. Despite this grouping, however, appellants have nade
no separate argunents with respect to any of the appeal ed
clains. Since appellants have failed to appropriately argue
the separate patentability of the clains, all contested clains

stand or fall together. See In re King, 801 F.2d 1324, 1325,

231 USPQ 136, 137 (Fed. GCr. 1986); In re Sernaker, 702 F.2d

989, 991, 217 USPQ 1, 3 (Fed. G r. 1983). Accordingly, we
wi |l consider the rejection against independent claim49 as
representative of all the clainms on appeal.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the examner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references

to arrive at the clained i nvention. Such reason nust stem
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fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
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considered in this decision. Argunents which appellants could
have made but chose not to make in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

Wth respect to representative, independent claim49,
the exam ner essentially asserts that Yasuda teaches the
cl ai med invention except that Yasuda uses digitized count data
for conparison rather than utilizing stored counts as the
medi um for conparison. The exam ner argues that it would have
been obvious to use stored count data in place of the
digitized data of Yasuda [answer, page 4].

Appel l ants argue that the specific clained nmethod and
apparatus for reconstruction of a bar coded symbol using
stored counts is not taught or suggested by Yasuda [brief,
pages 7-16]. W agree with appellants.

Al t hough the device of Yasuda can reconstruct a bar
coded synbol froma plurality of scanned segnents of the
synbol, the reconstruction in Yasuda does not use stored
counts as cl aimed nor does Yasuda have each of the neans
specifically recited in claim49. The exam ner’s rejection
fails to accord appropriate weight to each of the limtations

set forth in the clains.
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Wth respect to the recitation of stored counts in
claim49, the exam ner sinply asserts that it would have been
obvious to use stored counts instead of digitized data. The
exam ner attenpts to buttress this position by citing patents
i ssued to Engstrom and Enser which have not been listed in the
statenent of the rejection. A reference not positively
included in a statenent of rejection is not considered. |Inre

Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3 (CCPA

1970). Therefore, the teachings of Engstrom and Enser are not
before us with respect to the propriety of the exam ner’s
rejection.

O nore inportance, however, is the fact that Yasuda
does not teach a processor having the four neans recited in
claim49. Although the exam ner attenpts to read the | anguage
of claim49 broad enough to read on the Yasuda device, the
examner’s interpretation of the claimis untenable. Yasuda
reconstructs a bar coded synbol by inplenenting equation (1)
as set forth at the bottom of colum 4 of the patent.

Equation (1) reconstructs the pattern a (Figure 8) by

conbining a,", a,), a,

and a,” as independent geonetric
portions of the pattern a. These portions do not overl ap.
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Yasuda stores each of these portions in a separate register
(50, 52, 54 and 56) for calculation of equation (1). W fai
to see how the information stored in Yasuda’'s registers can be
considered to be a conparison of successive scan signals or a
detection of matching portions of the conpared scans. The
Yasuda devi ce does not have overl apping portions so that there
is no need to |l ook for matching portions of successive scans
in order to reconstruct the bar coded synbol. As noted above,
Yasuda achi eves the sane result as the clained invention but
Yasuda gets there by an entirely different procedure which
does not suggest the specific nmethod and neans of the clained
i nvention.

For these reasons, we agree with appellants that the
scanner apparatus of claim49 and the scanner nethod of claim
56
are neither taught nor suggested by the scanner of Yasuda.
Accordingly, the decision of the examner rejecting clainms 49-
61 is reversed.

REVERSED
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